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Intellectual Property, IP, Terms

Abstract 1]
A brief summary of an invention.
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Abuse of Patent Rights 1
Owners can abuse their patent rights by failing to make their invention available in a
commercial scale without a good reason.
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Acceptance or Approval 2]

The instruments of "acceptance™” or "approval™ of a treaty have the same legal effect as
ratification and consequently express the consent of a state to be bound by a treaty. In the
practice of certain states acceptance and approval have been used instead of ratification
when, at a national level, constitutional law does not require the treaty to be ratified by the
head of state.

[Arts.2 (1) (b) and 14 (2)]
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Accession 2

"Accession" is the act whereby a state accepts the offer or the opportunity to become a
party to a treaty already negotiated and signed by other states. It has the same legal effect
as ratification. Accession usually occurs after the treaty has entered into force.
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Adoption [l

"Adoption™ is the formal act by which the form and content of a proposed treaty text are
established. As a general rule, the adoption of the text of a treaty takes place through the
expression of the consent of the states participating in the treaty-making process. Treaties
that are negotiated within an international organization will usually be adopted by a
resolution of a representative organ of the organization whose membership more or less
corresponds to the potential participation in the treaty in question. A treaty can also be
adopted by an international conference which has specifically been convened for setting
up the treaty, by a vote of two thirds of the states present and voting, unless, by the same
majority, they have decided to apply a different rule.

[Art.9]
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Advanced Examination ™
A request to the Patent Office for early consideration of a patent application.
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Allowance (patent)

If, on examination of the application, or at a later stage during the reconsideration of the
application, the patent application is found to be allowable, a notice of allowance will be
sent to the applicant, or to applicant’s attorney or agent of record, if any. A fee for issuing
the patent is due within three months from the date of the notice. If timely payment of the
issue fee is not made, the application will be regarded as abandoned

¢



oy !
G pe sy o I 3y Rl 3k Bale) fUT Aa-Y Al e 3 ol (Ll 3 bl e
] gy 135 gy ol STy sl sl (U] 5 Al paie ) e U las] e Bl b
() 30 oY) pgwy w5 4135 e Yl GG e s BN 0 gt 3 Y B

el e

Amendment

The term "amendment" refers to the formal alteration of treaty provisions affecting all the
parties to the particular agreement. Such alterations must be effected with the same
formalities that attended the original formation of the treaty. Many multilateral treaties lay
down specific requirements to be satisfied for amendments to be adopted. In the absence
of such provisions, amendments require the consent of all the parties.

[Art.40, Vienna Convention of the Law of Treaties 1969]
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Amendment (patents)

During prosecution of a patent application, amendments to the drawings, specification and
claims may be made provided they add no new matter. Claim amendments must follow a
prescribed format.
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Anticipation

One of the most common reasons for rejection of the claims of a patent application. The
examiner in charge of the application will reject a claim on the grounds of anticipation,
citing 35 U.S.C. 102(a). This means that, in the opinion of the examiner, a prior art
reference shows each and every element of the claimed invention, arranged as in the claim.
A rejection based on anticipation is overcome by pointing out at least one difference
between the claimed invention and the prior art reference.
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Appeals
Process by which a party challenges a decision taken by the European Patent Office, such
as a decision to refuse a patent application
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Appellation of origin

An appellation of origin is a special kind of geographical indication generally consisting
of a geographical name or a traditional designation used on products which have a specific
quality or characteristics that are essentially due to the geographical environment in which
they are produced. Consumers are familiar with these products and often request them —
even unknowingly — using their geographical name.
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Applicant

Person or entity (enterprise, group of persons, etc.) who submits a patent application, utility

model, trademark or industrial model. There can be more than one applicant. This is the
case to implement the first name to determine the ownership of the request.
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Application

The formal request for IP rights at an IP office, whereupon the office examines the
application and decides whether to grant or refuse protection. Application also refers to a
set of documents submitted to an office by the applicant.
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Application abroad

An application filed by a resident of a given country/jurisdiction with a patent office of
another country/jurisdiction. For example, a patent application filed by an applicant
residing in France with the USPTO is considered an “application abroad” from the
perspective of France. “Application abroad” is a concept similar to ‘“non-resident
application”, which describes a patent application received by an IP office from an
applicant residing in a country represented by another IP office.
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Application date
The date on which the IP office receives an application that meets the minimum
requirements. Application date is also referred to as the filing date.
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Artistic work 1]
A visual representation such as a painting, drawing, map, photograph, sculpture or plan.
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Assignment (Copyright)

Transfer of ownership in a copyright must generally be done in writing. However, there is
an exception when the transfer occurs "by operation of law" which may include transfers
occurring as a result of a merger.
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Assignment (please see also Transfer) (1
The transfer of rights from the owner to another party.
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Authentication

The term "authentication" refers to the procedure whereby the text of a treaty is established
as authentic and definitive. Once a treaty has been authenticated, states cannot unilaterally
change its provisions. If states which negotiated a given treaty do not agree on specific
procedures for authentication, a treaty will usually be authenticated by signature, signature
ad referendum or the initialing by the representatives of those states.

[Art.10, Vienna Convention on the Law of Treaties 1969]
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Author, Auteur (1
The creator of an artistic, literary, musical or dramatic work
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Best Mode [
The specification shall contain a written description of the invention, and of the manner
and process of making and using it, in such full, clear, concise, and exact terms as to enable
any person skilled in the art to which it pertains, or with which it is most nearly connected,
to make and use the same, and shall set forth the best mode contemplated by the inventor
of carrying out his invention. This statute imposes an affirmative obligation on the inventor
to disclose the best version of the invention, not the second best or some other inferior
version. Thus, no trade secrets may be withheld from a patent application.If a part or
formulation is not generally known, the inventor must disclose the source thereof. The best
mode requirement is entirely subjective. In other words, there is no requirement to disclose
the absolute best way of carrying out the invention; instead, the inventor must disclose the
best way known to him or her at the time the patent application is filed.
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Board of Appeals

An adverse decision of a patent examiner is subject to review by the Board of Appeals
which is formed from a panel of members that includes the Commissioner of Patents, the
deputy commissioner, the assistant commissioners, and examiners-in-chief. At least three
members of such panel must hear each appeal. As a general rule, the Board upholds the
decision of the examiner in about seventy percent of all cases. This is roughly the same
rate as all appeals in all areas of law.
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Cease and Desist letter

A letter written by a patent owner to an accused infringer, directing the accused infringer
to stop making, using, selling, or offering to sell the patented invention. The cease-and-
desist letter may include an offer of a license under the patent but the patent owner is under
no affirmative obligation to offer a license. Caution: Sending a cease-and-desist letter
entitles the recipient of the letter (the accused infringer) to file suit in its local federal court
to determine whether or not an infringement has occurred. See Declaratory Judgment
lawsuit.
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Certification mark
A certification mark is any word, name, symbol, device, or any combination, used, or
intended to be used, in commerce with the owner’s permission by someone other than its
owner, to certify regional or other geographic origin, material, mode of manufacture,
quality, accuracy, or other characteristics of someone’s goods or services, or that the work
or labor on the goods or services was performed by members of a union or other

organization. A certification mark is processed and treated substantially the same as a
trademark.

3slgadt Ll

3l (3 BleasaY 5 dls ol cblonzal 6 = 4552 (6T 5l e o1 5oy o ol o ST (oF
o s B8 B B Y oW 5 eI s T e 18 e S 85
Slodd) bl o fonl O 0L 5l o aseds Slodss ol s ailast o lape 5 885 4 85
L) e 1S d J"’L’:j aslgadl adle é\.’: (S el o S cliasl dawl o i
gl

CIP (Continuation-In-Part) Patent Application
When an invention is improved after a patent application disclosing the invention has been
filed, a new patent application, known as a Continuation-In-Part, and abbreviated as C-I-
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P, is filed to include the improvement. Prior art that arose after the filing date of the original
patent application but not after the filing date of the C-1-P can be cited against the C-I-P.
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Claim

The claim or claims must particularly point out and distinctly claim the subject matter
which is regarded as the invention. The claims define the scope of the protection of the
patent. Whether a patent will be granted is determined, in large measure, by the choice of
wording of the claims. The claims of a patent are somewhat like the legal description in a
deed because they describe the metes and bounds of the invention. A nonprovisional
application for a utility patent must contain at least one claim. The claim or claims section
must begin on a separate sheet. If there are several claims, they shall be numbered
consecutively in Arabic numerals, with the least restrictive claim presented as claim
number 1. The claims section must begin with a statement such as "What I claim as my
invention is: .. ." or "l (We) claim: . . ." followed by the recitation of the particular matter
which you regard as your invention. One or more claims may be presented in dependent
form, referring back to and further limiting another claim or claims in the same application.
All dependent claims should be grouped together with the claim or claims to which they
refer to the extent practicable. Any dependent claim which refers to more than one other
claim (""a multiple dependent claim™) shall refer to such other claims in the alternative only.
Each claim should be a single sentence, and where a claim sets forth a number of elements
or steps, each element or step of the claim should be separated by a line indentation. The
fee required to be submitted with a nonprovisional utility patent application is, in part,
determined by the number of claims, independent claims, and dependent claims.
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Claim Chart

A claim chart includes a re-writing of an independent claim so that each element of the
claim is separated from the other elements for analysis purposes. If an individual claim
element is found in an accused device, a "Yes" is placed next to that element. If the
individual claim element is not found in the accused device, a "No" is placed next to that
element. A single "No" can defeat a charge of infringement. That is why an independent
claim must contain only the essential elements of an invention.
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Collective Mark
A collective mark is a trademark or service mark used, or intended to be used, in commerce,
by the members of a cooperative, an association, or other collective group or organization,

including a mark which indicates membership in a union, an association, or other
organization.
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Common law trademarks
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Federal registration is not required to establish rights in a trademark. Common law rights
arise from actual use of a mark. Generally, the first to either use a mark in interstate
commerce or file an intent to use application with the Patent and Trademark Office has the
ultimate right to use and registration. However, there are many benefits of federal
trademark registration.
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Compilations (Copyright)

A “compilation” is a work formed by the collection and assembling of preexisting materials
or of data that are selected, coordinated, or arranged in such a way that the resulting work
as a whole constitutes an original work of authorship. The term “compilation” includes

collective works.
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Composition of Matter

Composition of matter claims list the chemical ingredients (compounds, elements or
radicals) making up the composition or compound. The ingredients or elements may be
claimed narrowly (specific named components), with intermediate scope (a group of
similar elements functionally equivalent), or broadly as to function performed, where the
prior art permits. Where necessary to novelty, etc., the proportions or other conditions or
parameters of the compound are stated, usually in ranges of concentration of ingredients.
The intended use for the composition (welding, combustion) may or may not be stated in

the preamble.
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Conception

An invention is conceived when a definite and permanent idea of an operative invention is
known. Conception is complete when one of ordinary skill in the art could make the
invention without undue research or experimentation. The second person to file a patent
application disclosing an invention is awarded the patent over the first to file if said second
person can prove a date of conception prior to the date of conception by the first to file,
coupled with diligence in pursuing the invention until the filing date of the second-filed

patent application.
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Copyright

Copyright is a form of protection provided to the authors of “original works of authorship”
including literary, dramatic, musical, artistic, and certain other intellectual works, both
published and unpublished. The 1976 Copyright Act generally gives the owner of copyright
the exclusive right to reproduce the copyrighted work, to prepare derivative works, to
distribute copies or phonorecords of the copyrighted work, to perform the copyrighted
work publicly, or to display the copyrighted work publicly. The copyright protects the form
of expression rather than the subject matter of the writing. For example, a description of a
machine could be copyrighted, but this would only prevent others from copying the
description; it would not prevent others from writing a description of their own or from
making and using the machine.
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Deceptive Trademarks

Deceptive misdecriptive trademarks suggest a component, ingredient or objective that
would mislead consumers. For example, an ice cream branded VANILLA SNOW but
flavored chocolate might be deemed deceptive. Misdescriptive marks are not “deceptively
misdescriptive” unless there is some element of deception. Thus, if VANILLA SNOW was
used for a paint primer there would be no deception since a reasonable consumer would

not think the primer would taste like vanilla.
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Declaratory Judgment lawsuit

A lawsuit that asks a court to answer a question. In a patent context, the court is asked
whether or not a certain activity constitutes patent infringement. The action is commenced
by an accused infringer in its local federal court so that the accuser (the patent owner) must
travel to the infringer's location to try the lawsuit. See Cease and Desist letter.
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Disclosure [4

According to Black’s Law Dictionary, a “disclosure” is a revelation of facts or act or
process of making known something that was previously unknown. In the field of
copyright, “disclosure” may mean making a work accessible to the public for the first time.
First publication of works is one - but not the only possible - form of disclosure, since
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works may also be disclosed through non-copy related acts, such as public performance,
and broadcasting to the public by cable (wire). Recognition of such a right is not an
obligation under international copyright norms. The Berne Convention for the Protection
of Literary and Artistic Works (1971), refers to the use of publicly disclosed works in the
context of exceptions, and the author has the right to disclose his work to the world. Under
certain national laws, the “right of disclosure” is a moral right.
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Disclosure Requirements 4l

Disclosure is part of the core rationale of patent law. Patent law imposes a general
obligation on patent applicants, as referred to in Article 5 of the Patent Cooperation Treaty
(PCT), “to disclose the invention in a manner sufficiently clear and complete for the
invention to be carried out by a person skilled in the art”. However, “disclosure
requirements” is also used as a general term for reforms made to patent law at the regional
or national level, and proposals to reform international patent law, which would
specifically require patent applicants to disclose several categories of information
concerning traditional knowledge and/or genetic resources when these are used in
developing the invention claimed in a patent or patent application.

Three broad functions have been considered for disclosure methods relating to genetic
resources and traditional knowledge:

. to disclose any genetic resources/traditional knowledge actually used in the course of
developing the invention (a descriptive or transparency function, pertaining to the
genetic resources/traditional knowledge itself and its relationship with the invention);

.to disclose the actual source of the genetic resources/traditional knowledge
(adisclosure function, relating to where the genetic resources/traditional knowledge was
obtained) — this may concern the country of origin (to clarify under which jurisdiction
the source material was obtained), or a more specific location (for instance, to ensure
that genetic resources can be accessed, so as to ensure the invention can be duplicated
or reproduced); and

. to provide an undertaking or evidence of prior informed consent (a compliance function,
relating to the legitimacy of the acts of access to genetic resources/traditional knowledge
source material) - this may entail showing that genetic resources/traditional knowledge
used in the invention was obtained and used in compliance with applicable laws in the
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country of origin or in compliance with the terms of any specific agreement recording
prior informed consent; or showing that the act of applying for a patent was in itself
undertaken in accordance with prior informed consent.
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Divisional application
If two or more independent and distinct inventions are claimed in one patent application,
the Commissioner of the PTO may require the application to be restricted to one of the
inventions. The inventor elects to prosecute one of the two inventions, and the unelected
invention is abandoned and becomes a part of the public domain unless the inventor files a

divisional application to protect the unelected invention. The divisional application is a
copy of the original application and is accompanied by a preliminary amendment that
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cancels the claims directed to the elected invention so that the claims of the unelected
invention remain for examination.
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Double Patenting

Double patenting is a judicially created doctrine intended to prevent improper timewise
extension of a patent right by prohibiting the issuance of claims in a second patent that are
not "patentably distinct” from the claims of a first patent. The doctrine prohibits claims in
a second patent that are merely an obvious variation of the claims of a first patent. If the
patent applicant cannot convince the patent examiner that the claims of the second patent
are not merely an obvious variation of the earlier claims, the remedy is to file a Terminal

Disclaimer.
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Enablement
The specification in a patent application must describe the invention in a manner that would
enable one with ordinary skill in the art to make and use the invention without an undue
amount of experimentation.
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Ensnarement Defense (patents)
A defense against the Doctrine of Equivalents where in the asserted scope of the
equivalency would encompass, or ensnare, the prior art.
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Equivalent Application

The application submitted to a regional office is equivalent to multiple applications, i.e.
equivalent to one application submitted in each country that is a member of this regional
office.
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Equivalent Grant (Registration)
Granting a patent (or registering it) in a regional office equals multiple grants (or
registration), that is, equivalent to one grant in each country that is a member of that

regional office.
(Jormmnll) ¢ SSU il
& ot g se Jslag 5T ol (o ) il Jolay o) S0 (3 (Lehmns 5l 3611 e
Y S e 3 e Ay S

Espacenet [°]
Free online service allowing users to search the EPQO's patent data collection.
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Estoppel

A legal term meaning that a second argument is barred if it is inconsistent with a first
argument. In a patent context, it bars an inventor from admitting something to the Patent
and Trademark Office and later contradicting that admission, whether before the PTO or
before a court.
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European Patent Office, EPO

Regional Patent Office responsible for granting European patents, to the European Patent
Treaty member states. As part of the PCT procedures, the European Patent Office (EPO)
acts as a front desk, an international search body, and an international initial examination
body.
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Examination [

The study of a patent application by a patent office examiner to determine whether or not
an invention can be patented and whether the application complies with all the legal
requirements (including formal requirements). Depending on issues raised in the resulting
examination report, amendment of the patent application may be required.
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Examiner

Examiners are employees of the Patent & Trademark Office who conduct prior art searches
and determine whether the patent application complies with the substantive and procedure
requirements for the grant of the patent.
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Examiner’s Action

A written correspondence from the examiner in charge of a patent application. If the
examiner's action includes a refusal to allow all of the claims of a patent application, the
reason for the refusal is stated in writing and copies of earlier patents, if applicable, are
provided. Typically, an examiner's action must be answered within three months of its
mailing date.
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Expiration of Patent

Termination of the enforceability period of a patent at the end of the patent term or for
failure to pay a maintenance fee. Patent terms prior to 1995 were 17 years from the date
that the patent application was issued. However, current law measures the term of a patent
20 years from the date that the patent application is filed.

g1 Bsl y slgsl

ple 18 Bl pgm s s pde b (3 5l ep )V el B BLE (3 g oY1 Bl Bl 55 g5
sl pd) se L 0 SN sas Ly el ) b o) @)\swﬁu/w/ sel Wl s oS Vaq0
.S;\ﬂ\@bfgﬁ@)\sycu/\'./_?

Fair Use (copyright)

One of the rights accorded to the owner of copyright is the right to reproduce or to authorize
others to reproduce the work in copies or phonorecords. One of the more important
limitations is the doctrine of “fair use.” The doctrine of fair use has developed through a
substantial number of court decisions over the years.
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False Advertising (Lanham Act)

For a false advertising claim under Section 43(a) of the Lanham Act, 15 USC Sec. 1125(a),
the movant must establish: (1) the ads of the opposing party were false or misleading; (2)
the ads deceived, or had the capacity to deceive consumers; (3) the deception had a material
effect on purchasing decisions; (4) the misrepresented product or service affects interstate
commerce; and (5) the movant has been-or is likely to be injured as a result of the false
advertising
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False Patent Marking

False marking of patents is covered in 35 U.S.C. 292 which provides that whoever, without
the consent of the patentee, marks upon, or affixes to, or uses in advertising in connection
with anything made, used, offered for sale, or sold by such person within the United States,
or imported by the person into the United States, the name or any imitation of the name of
the patentee, the patent number, or the words "patent,” “patentee,” or the like, with the
intent of counterfeiting or imitating the mark of the patentee, or of deceiving the public and
inducing them to believe that the thing was made, offered for sale, sold, or imported into
the United States by or with the consent of the patentee; or Whoever marks upon, or affixes
to, or uses in advertising in connection with any unpatented article the word "patent” or
any word or number importing the same is patented, for the purpose of deceiving the public;
or Whoever marks upon, or affixes to, or uses in advertising in connection with any article
the words "patent applied for," "patent pending," or any word importing that an application
for patent has been made, when no application for patent has been made, or if made, is not
pending, for the purpose of deceiving the public - Shall be fined not more than $500 for
every such offense. Anyone can bring an action and they split the fine 50/50 with the
federal government.
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Famous Trademark Factors
Under Lanham Act 8 43(c), 15 U.S.C.A. § 1125(c), a mark is famous if it is widely
recognized by the general consuming public of the United States as a designation of source
of the goods or services of the mark's owner. In determining whether a mark possesses the
requisite degree of recognition, the court may consider all relevant factors, including the
following:
e The duration, extent, and geographic reach of advertising and publicity of the mark,
whether advertised or publicized by the owner or third parties.
e The amount, volume, and geographic extent of sales of goods or services offered
under the mark.
e The extent of actual recognition of the mark.
e  Whether the mark was registered under the Act of March 3, 1881, or the Act of
February 20, 1905, or on the principal register.
Examples of famous marks include GOOGLE, WALMART, VODAFONE, ROLEX,
CLOROX, KODAK, VICTORIA SECRET and EXXON.
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Fee (tariff)
A specific sum payable to the Intellectual Property Office for a given service.
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Filing a patent application
Presenting a formal application for a patent to the Patent Office.

g1 8l Gk ol
{‘#Y\O‘a‘ﬁsﬂﬁgﬁél@#‘&‘ﬁ&fdwclﬁef)vb&w

Filing date (patent)
The date a patent application is received by the Patent Office.
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Filing date (trademark)
The date on which a completed application is filed with the Office of the Registrar of
Trademarks. (This is different from the date on which a trademark is registered in the
Register of Trademarks).
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First Action Interview Program

Under the Full First Action Interview Pilot Program, an applicant is entitled to a first action
interview, upon request, prior to the first Office action on the merits. The examiner will
conduct a prior art search and provide applicant with a condensed pre-interview
communication citing relevant prior art and identifying proposed rejections or
objections. Within 30 days of receipt, applicant schedules an interview and submits
proposed amendments and/or arguments. At the interview, the relevant prior art, proposed
rejections, amendments and arguments will be discussed. If agreement is not reached, the
applicant will receive a first action interview Office action that includes an interview
summary that constitutes a first Office action on the merits under 35 USC 132.

The application must contain nor more than 20 claims total and only 3 or less independent
claims. The request must be filed at least one day before an office action on the merits
issues. The USPTO has reportedly received over 2,100 requests to participate. Of the
applications that have been taken up for examination since the expansion, the Office has
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allowed over 35% on first action. According to the USPTO, participants in the program

have experienced several benefits including:

o Effectively advancing prosecution of an application before issuance of an Office action;

e Enhanced interaction between the applicant and the examiner before issuance of an
Office action;

e Resolving patentability issues one-on-one with the examiner at the beginning of the
prosecution process, rather than after a first Office action; and

e Expedited allowance of an application, relative to standard examination, due to the
program’s enhanced communication and shorter time periods for response.
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First to file

A patent principle in which the first inventor to file a patent application for a specific
invention is entitled to the patent. In Canada and in most other countries, the first person
to file has priority over other people claiming rights for the same invention.
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https://www.federalregister.gov/articles/2012/07/09/2012-16596/extension-of-the-full-first-action-interview-pilot-program-and-request-for-comments
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First to invent [6]
In the first to invent system a patent is awarded to the first person who made the invention,
even if another person filed for a patent before the person who invented first.
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Formal drawings

A patent application can be filed with a sketch drawn on a napkin in a restaurant, on the
back of an envelope, and so on. Such drawings are known as informal drawings. Drawings
suitable for publication in a patent, known as formal drawings, can be filed any time after
the filing of the patent application including any time within three months of the Notice of
Allowance. The only rule is that no new matter can be injected into the drawings when they
are placed into formal condition by a patent illustrator. Formal drawings do not include
dimensions and are not drawn to scale.
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Functional Claim (patent)

A claim term is functional when it recites a feature by what it does rather than by what it
is. Functional claiming is often viewed with care by patent examiners who are cautioned
when claims merely recite a description of a problem to be solved or a function or result
achieved by the invention, the boundaries of the claim scope may be unclear.
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Generic Misspellings (Trademark)
An otherwise generic term that is misspelled typically is incapable of trademark
registration. Some examples include:
e AL-KOL for alcohol
e GLUE STIK for glue sticks
e LITE for "light" beer
e SAFE T PLUG for "safety plug"
e URGICARE for "urgent care"
However, an exception exists if the misspelling is not obvious.
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Genetic Material

Article 2 of the Convention on Biological Diversity (1992) defines “genetic material” as
“any material of plant, animal, microbial or other origin containing functional units of
heredity. It has also been suggested that genetic material can be understood “as material
from any biological source where units of heredity are operating or having a function.
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Genetic Resources

Article 2 of the Convention on Biological Diversity (1992) defines “genetic resources” as
“genetic material of actual or potential value.”

Article 1 of the Decision 391on Access to Genetic Resources of Andean Community (1996)
defines “genetic resources” broadly as “all biological material that contains genetic
information of value or of real or potential value.”

The Food and Agriculture Organization (FAO) Glossary for Fisheries defines the term as
“germplasm of plants, animals or other organisms containing useful characters of actual or
potential value. In a domesticated species it is the sum of all the genetic combinations
produced in the process of evolution.”

Other legal instruments make reference to genetic resources using different terms:
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Goods (see also products) ]
Any articles that would normally be the subject of trade, i.e., sold, leased or otherwise

distributed in the marketplace.
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Goods and Services Manual [
A guide used for specifying goods and services in trademark applications.
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Industrial design []
Compositions of lines or colors or any three-dimensional forms that give a special
appearance to a product or handicraft. They refer to the ornamental or aesthetic aspects of
a useful article. Industrial designs are applied to a wide variety of industrial products and
handicrafts. The holder of a registered industrial design has exclusive rights against
unauthorized copying or imitation of the design by third parties. Industrial design
registrations are valid for a limited period. The term of protection is usually 15 years for
most jurisdictions. However, differences in legislation do exist, notably in China (which
provides for a 10-year term from the application date).
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Inequitable Conduct (Patents)
Patent attorneys, inventors and anyone else substantively involved in the prosecution of a
patent application owe a duty of candor to the U.S. Patent & Trademark Office
(PTO). Inequitable conduct may lead to a judgment that the patent is "unenforceable."
The Federal Circuit in Star Scientific, Inc. v. R.J. Reynolds Tobacco Co., 537 F.3d at 1357,
1365 (Fed. Cir. 2008) held that a party alleging inequitable conduct must prove by clear
and convincing evidence:

e someone made an affirmative misrepresentation of material fact, failed to disclose

material information, or submitted false material information; and
¢ intended to deceive the PTO.
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Information Disclosure Statement

The U.S. Patent and Trademark Office cannot be aware of all prior art in a particular field
of technology at the time a patent application is filed in that field. Therefore, the patent
applicant is required to file an Information Disclosure Statement when the patent
application is filed, or shortly thereafter, that discloses the prior art that is most relevant to
the claimed invention. The inventor is more likely to know the prior art in the field of
invention than the PTO so the burden is on the inventor to educate the PTO about the prior
art. Failure to comply with this requirement can invalidate any patent that issues on the
grounds that the inventor committed a fraud on the PTO by not disclosing prior art of which
the inventor was aware.

Ol glall o8 = LabY) Oy

e J12 @ AL Ol Al LSS pUY) sl Lty ¢ 1 W) kel S Sy
Ol @ &el ) Ll ol e gy (Gl Gl (3 5 ) el (b o e (L)
by car I ¢ 1oVl o S AL Ol D e a1 Sliglall e - L)
U e W 5T 5 o) OF o S o s By a8 o ¢ eV el b s e
EIBY ¢ ot e el mi g )W el (oS e ST W It 3 L) Ol
JUag) d) ClRL A e e (o35 0f oSzl Ol Al e £l ol S
- e mlas) pdm ¢V olsl y S e Jlt g sl OF il e ias Bl (o
& e e o ;g\ Ll O

Intellectual Property
A generic expression referring to patents, trademarks, copyrights, trade secrets, trade dress,
and any other tangible personal property that is created through the intellectual efforts of
its creator or creators.
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Inter Partes Review

What is IPR?

An IPR is a trial proceeding conducted at the Patent Trial and Appeal Board to review the
patentability of one or more claims of an issued patent.

Who may petition for IPR?

The challenging party (Petitioner) may be any third party. The Petitioner cannot be the
patent owner.[1]

On what grounds can the validity be challenged?

The Petitioner may only challenge the validity of the patent under sections 102 and 103
using only patents and/or printed publications.[2]

Patent owner’s response.

Patent owner may file a preliminary response to the petition limited to reasons why the IPR
should be denied institution.[5] The preliminary response must be filed within three months
of the date of a notice indicating that the IPR has been granted a filing date.[6] The
preliminary response is not required.

Institution of the IPR.

An IPR will be instituted if the Board finds that the petition demonstrates that there is a
reasonable likelihood that at least one of the challenged claims is unpatentable.[7] The
Board may institute or deny all or some of the challenged claims.[8] The Board will
produce a final determination within one year of institution.[9]

Patent owner’s response after institution.

Patent owner may file a response to the petition addressing any of the instituted
grounds.[10] The response must be filed within three months from the date of
institution.[11] Patent owner may opt to file an amendment to the claims no later than the
filing of the response.[12]
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http://smithhopen04b/docket/glossary_term.aspx?ID_Glossary=145#_ftn1
http://smithhopen04b/docket/glossary_term.aspx?ID_Glossary=145#_ftn2
http://smithhopen04b/docket/glossary_term.aspx?ID_Glossary=145#_ftn5
http://smithhopen04b/docket/glossary_term.aspx?ID_Glossary=145#_ftn6
http://smithhopen04b/docket/glossary_term.aspx?ID_Glossary=145#_ftn7
http://smithhopen04b/docket/glossary_term.aspx?ID_Glossary=145#_ftn8
http://smithhopen04b/docket/glossary_term.aspx?ID_Glossary=145#_ftn9
http://smithhopen04b/docket/glossary_term.aspx?ID_Glossary=145#_ftn10
http://smithhopen04b/docket/glossary_term.aspx?ID_Glossary=145#_ftn11
http://smithhopen04b/docket/glossary_term.aspx?ID_Glossary=145#_ftn12
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Interference

Occasionally two or more applications are filed by different inventors claiming
substantially the same patentable invention. The patent can only be granted to one of them,
and a proceeding known as an “interference” is instituted by the Office to determine who
is the first inventor and entitled to the patent. About one percent of the applications filed
become involved in an interference proceeding. Interference proceedings may also be
instituted between an application and a patent already issued, provided the patent has not
been issued for more than one year prior to the filing of the conflicting application, and
provided that the conflicting application is not barred from being patentable for some other
reason. Each party to such a proceeding must submit evidence of facts proving when the
invention was made. In view of the necessity of proving the various facts and circumstances
concerning the making of the invention during an interference, inventors must be able to
produce evidence to do this. If no evidence is submitted a party is restricted to the date of
filing the application as his/her earliest date. The priority question is determined by a board
of three administrative patent judges on the evidence submitted. From the decision of the
Board of Patent Appeals and Interferences, the losing party may appeal to the Court of
Appeals for the Federal Circuit or file a civil action against the winning party in the
appropriate United States district court. The terms “conception of the invention” and
“reduction to practice” are encountered in connection with priority questions. Conception
of the invention refers to the completion of the devising of the means for accomplishing
the result. Reduction to practice refers to the actual construction of the invention in physical
form: in the case of a machine it includes the actual building of the machine, in the case of
an article or composition it includes the actual making of the article or composition, in the
case of a process it includes the actual carrying out of the steps of the process. Actual
operation, demonstration, or testing for the intended use is also usually necessary. The
filing of a regular application for a patent completely disclosing the invention is treated as
equivalent to reduction to practice. The inventor who proves to be the first to conceive the
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invention and the first to reduce it to practice will be held to be the prior inventor, but more
complicated situations cannot be stated this simply.
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Interstate commerce

For a trademark to be registered at the federal or national level, it must be used in "interstate
commerce.” For goods, "Interstate commerce™ involves sending the goods across state lines
with the mark displayed on the goods or the packaging for the goods. With services,
"interstate commerce” involves offering a service to those in another state or rendering a
service which affects interstate commerce (e.g. restaurants, gas stations, hotels, etc.).
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Invention

An invention is a new and useful machine, article of manufacture, composition of matter,
process, or any new use of the same that is described and/or claimed in a patent or patent
application.
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Inventive step ]

A condition for patentability. According to the European Patent Convention (EPC), an
invention is considered as involving an inventive step if, having regard to the state of the
art, it is not obvious to a person skilled in the art.
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Inventor's Notebook

A record kept by an inventor that is witnessed by others. The purpose of an inventor's
notebook is to help an inventor prove the date of conception of an invention and diligence
in pursuing the invention after conception. The witness should have no financial interest in
the invention or other bias and should also have a technical understanding of the invention.
"Read and understood by me on (date)" is the standard language the witness should use

before the witness signature.
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IP rights in force "]
IP rights that are currently valid. To remain in force, IP rights must be maintained, usually
by paying maintenance (renewal) fees to an IP office at regular intervals. A trademark can
be maintained indefinitely by paying renewal fees; however, patents, UMs and industrial
designs can only be maintained for a limited number of years.
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Knock-out reference

A slang term for a prior art reference that is so identical to an invention for which patent
protection is sought as to render futile all further pursuit of the patent. If there is a knock-
out reference that will prevent the patenting of an invention, a patentability search should
find it and the cost of filing a patent application should be avoided.
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Laches
A defense sometimes asserted in IP litigation which requires defendant to show: (1) a delay
in asserting a right or claim; (2) that the delay was not excusable; and (3) that the delay
caused the defendant undue prejudice.

3+ b sdu

Yo



15T 3 el Ds 0 (1) 25 ade ol o sy 3 S &S colel 5 3 Ul 2 ¢ 6

.g;gwdjﬂygragwﬂ;woi(v)je\:yﬁg W OT (7) tslesY) o g

License

A license is simply a promise not to sue. In the context of intellectual property law, licenses
are usually granted in exchange for royalty payments or as a settlement to a countersuit for
infringement.
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Maintenance [']

The process by which IP rights are maintained (i.e., kept in force). This usually consists of
paying maintenance (renewal) fees to an IP office at regular intervals. If maintenance
(renewal) fees are not paid, IP rights may lapse.
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Maintenance Fee

All utility patents which issue from applications filed on and after December 12, 1980 are
subject to the payment of maintenance fees which must be paid to maintain the patent in
force. These fees are due at 3 %, 7 % and 11 Y% years from the date the patent is granted
and can be paid without a surcharge during the "window-period™ which is the six-month
period preceding each due date, e.g., 3 years to 3 years and six months. Failure to pay the
current maintenance fee on time may result in expiration of the patent. A 6-month grace
period is provided when the maintenance fee may be paid with a surcharge. The grace
period is the 6-month period immediately following the due date. The Patent and
Trademark Office does not mail notices to patent owners that maintenance fees are due. If,
however, the maintenance fee is not paid on time, efforts are made to remind the
responsible party that the maintenance fee may be paid during the grace period with a
surcharge.
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Mechanic
In the context of patent rights, a mechanic is a person who helped an inventor makes a
prototype of an invention. A question often arises as to whether or not the mechanic is a
joint inventor if he or she contributed to the invention. If the mechanic was a skilled tool
and die person, a mold maker, or a code writer, for example, who merely followed the
inventor's instructions, then he or she is clearly not a co-inventor. The same conclusion is
reached if the mechanic solves one or more problems during the prototype-building
process, but the solution to each problem is within the ordinary skill of all mechanics in
that field. A different conclusion may be reached if the mechanic exercises extraordinary
skill in solving a problem, especially if the invention could not have been completed
without such skill. There are many gray areas between the two clear extremes. See
Inventor/Mechanic Agreement.
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Merely Descriptive

A trademark that immediately describes the nature or objective of the underlying product
or service. Merely descriptive trademarks may be registered on the Supplemental Register
with somewhat reduced legal rights. Alternatively, merely descriptive trademarks may
achieve Secondary Meaning in the minds of consumers and thus be registered on the
Primary Register.
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Misuse [4]

In the field of patents, Black’s Law Dictionary defines “misuse” as “the use of a patent
either to improperly extend the granted monopoly to nonpatented goods or to violate
antitrust laws.” In general, Black’s Law Dictionary states: “improper use, in an unintended
or unforeseeable manner.” Dictionaries generally define misuse as a wrong, incorrect or
improper use, or misapplication. Misuse may also refer to improper or excessive use, or

to acts which change the inherent purpose or function of something.
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New application for old product

A patent covers all applications of the invention, even if the application is not mentioned
in the patent. Therefore, a new patent will not be awarded to someone who discovers a new
application for the product. For example, a patent for a surgical tool may disclose several
surgical techniques that the tool facilitates. No new patent can be issued on the same tool
if someone discovers that it works on animals as well as humans. Even if all of the literature
about that tool refers to human surgery, it is not a patentable invention to discover that it
works on pets or other animals as well.
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New Matter

When a patent application is filed, it can be thought of as a photograph of the invention
taken at a moment in time. No new matter can be added to the patent application after that
moment. However, if the drawings filed with the patent application depict a part of the
invention that was not discussed in the text of the application, the text can be amended to
include a description of the depicted matter and such additional text is not considered to be
new matter. If an invention is improved after a patent application is filed, the improvement
is new matter and cannot be inserted into the existing patent application. The remedy is a
Continuation-In-Part application.

Sudr Wluws
BLol S Y Bsas 2l 3 il gVl e R 50 0 liel (S8 el b o e
b g a5 b1 Sl I 1S 03] s ny il Ay el ) b ) g s 3
ooy ot o s 5 68 i 5 3 55 (W o o L
sl b @& dny ¢ ) W) s 613 gt s ALY el s .L’u Y @;QL\ Jll
;,JJ; £ Il AV ke S& A B b (3 e ) S Y Z.A.l.b.- s M\ .x,u

Novelty [

Novelty is one of the criteria of patentability in any examination as to substance. An
invention is new if it is not anticipated by prior art.

According to Article 33 of the Patent Cooperation Treaty (PCT), novelty is defined as
follows: “For the purposes of the international preliminary examination, a claimed
invention shall be considered novel if it is not anticipated by the prior art as defined in the
Regulations.”

Article 54 of the European Patent Convention (EPC) defines “novelty” as follows: “An
invention shall be considered to be new if it does not form part of the state of the art. The
state of the art shall be held to comprise everything made available to the public by means
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of a written or oral description, by use, or in any other way, before the date of filing of the
European patent application.”
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Obviousness P!

If an invention is obvious, that is, if a person with ordinary skill in the relevant field of
technology can readily deduce it from publicly available information (prior art), then it
does not meet the conditions for patentability.
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Official Gazette
A weekly volume published by the PTO that includes information about each patent
allowed during the week preceding the publication. Many companies monitor the OG each
week to see what patents are being awarded in their field of interest. See Right-To-Use
Search or Clearance Search.
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Paris Convention [']

The Paris Convention for the Protection of Industrial Property, signed in Paris on March
20, 1883, is one of the most important IP treaties. It establishes the “right of priority” which
enables a patent applicant, when filing an application in countries other than the original
country of filing, to claim priority of an earlier application filed up to 12 months previously.
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Patent

"Patent” means "open" or "disclosed"; its antonym is "latent™ which means hidden or not
disclosed. In return for disclosing an invention to the public, an inventor is awarded a
twenty-year legal monopoly, measured from the filing date of the patent application. The
patent grants the patent owner the right to exclude others from making, using, selling, or
offering to sell the invention throughout the U.S., or importing the invention into the U.S.,
and if the invention is a process, the right to exclude others from using, selling, or offering
to sale throughout the U.S., or importing into the U.S., products made by that process. 35
U.S.C. 154. A patent for an invention is the grant of a property right to the inventor, issued
by the Patent and Trademark Office. The term of a new patent is 20 years from the date on
which the application for the patent was filed in the United States or, in special cases, from
the date an earlier related application was filed, subject to the payment of maintenance fees.
US patent grants are effective only within the US, US territories, and US possessions. The
right conferred by the patent grant is, in the language of the statute and of the grant itself,
“the right to exclude others from making, using, offering for sale, or selling” the invention
in the United States or “importing” the invention into the United States. What is granted is
not the right to make, use, offer for sale, sell or import, but the right to exclude others from
making, using, offering for sale, selling or importing the invention.
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Patent application

A complete patent application includes a specification disclosing the invention, including
any necessary drawings, a declaration signed by the inventors, a claim legally defining the
metes and bounds of the invention, an Abstract of the Disclosure to be consulted by future
patent searchers, and an appropriate filing fee.

The specification can be too detailed. Claims cannot be too detailed. It is OK in a
specification to say that the preferred fastening means is a round red button. The claim
would omit such detail and say: "a suitable fastening means."

An inventor should not sign a patent application that the inventor does not understand.
Make the attorney explain any unusual or confusing language.

The inventor should pay special attention to claim 1 of the patent application. If anything
recited in that claim is not critical to the invention, the inventor must notify the patent
attorney and point out that such language unnecessarily limits the invention and should not
be used.
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Patent Cooperation Treaty

An international treaty that facilitates foreign patent filings for residents of member
countries when obtaining patents in other member countries. Member countries include all
European countries, Mexico, Canada, China, Japan, Korea, Russia and many other
industrialized countries. No certified copies of the original application are needed and most
expenses are delayed until two and a half years after the original filing. Compare with The
Paris Convention.
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Patent Drawings (amending)

One or more application drawings shall be amended in the following manner: Any changes
to an application drawing must be in compliance with § 1.84 and must be submitted on a
replacement sheet of drawings which shall be an attachment to the amendment document
and, in the top margin, labeled "Replacement Sheet”. Any replacement sheet of drawings
shall include all of the figures appearing on the immediate prior version of the sheet, even
if only one figure is amended. Any new sheet of drawings containing an additional figure
must be labeled in the top margin as "New Sheet". All changes to the drawings shall be
explained, in detail, in either the drawing amendment or remarks section of the amendment
paper. (1) A marked-up copy of any amended drawing figure, including annotations
indicating the changes made, may be included. The marked-up copy must be clearly labeled
as "Annotated Sheet" and must be presented in the amendment or remarks section that
explains the change to the drawings. (2) A marked-up copy of any amended drawing figure,
including annotations indicating the changes made, must be provided when required by the
examiner.
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Patent Infringement

Infringement of a patent consists of the unauthorized making, using, offering for sale or
selling any patented invention within the United States or United States Territories, or
importing into the United States any patented invention during the term of the patent. If a
patent is infringed, the patentee may sue for relief in the appropriate Federal court. The
patentee may ask the court for an injunction to prevent the continuation of the infringement
and may also ask the court for an award of damages because of the infringement. In such
an infringement suit, the defendant may raise the question of the validity of the patent,
which is then decided by the court. The defendant may also aver that what is being done
does not constitute infringement.

Infringement is determined primarily by the language of the claims of the patent and, if
what the defendant is making does not fall within the language of any of the claims of the
patent, there is no literal infringement. Suits for infringement of patents follow the rules of
procedure of the Federal courts. From the decision of the district court, there is an appeal
to the Court of Appeals for the Federal Circuit. The Supreme Court may thereafter take a
case by writ of certiorari.

If the United States Government infringes a patent, the patentee has a remedy for damages
in the United States Court of Federal Claims. The Government may use any patented
invention without permission of the patentee, but the patentee is entitled to obtain
compensation for the use by or for the Government. The Office has no jurisdiction over
questions relating to infringement of patents. In examining applications for patent, no
determination is made as to whether the invention sought to be patented infringes any prior
patent. An improvement invention may be patentable, but it might infringe a prior
unexpired patent for the invention improved upon, if there is one.
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Patent Marking

35 U.S.C. 287 generally requires tangible products to be marked with the patent number or
else no liability for infringement exists until the infringer is on actual notice. Section 287
provides in part (a):

"Patentees, and persons making, offering for sale, or selling within the United States any
patented article for or under them, or importing any patented article into the United States,
may give notice to the public that the same is patented, either by fixing thereon the word
"patent” or the abbreviation "pat.”, together with the number of the patent, or when, from
the character of the article, this cannot be done, by fixing to it, or to the package wherein
one or more of them is contained, a label containing a like notice. In the event of failure so
to mark, no damages shall be recovered by the patentee in any action for infringement,
except on proof that the infringer was notified of the infringement and continued to infringe
thereafter, in which event damages may be recovered only for infringement occurring after
such notice. Filing of an action for infringement shall constitute such notice."
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Patent Misuse

If a patent owner improperly uses the patent beyond its lawful scope, the patent is
considered to be improperly used or misused. The patent owner will generally be unable to
recover damages for infringement during the period of time that the patent has been
misused. Examples of patent misuse include illegal tying of products and services to the
patented invention, price fixing and the like.
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Patent Pending

A pending patent application is one that has been filed in the U.S. Patent & Trademark
Office but has not reached completion of the prosecution process culminating in either
allowance or abandonment of the same. The term is typically used by a manufacturer or
seller of an article to inform the public that an application for patent on that article is on
file in the Patent and Trademark Office. The law imposes a fine on those who use these
terms falsely to deceive the public.
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The twenty (20) year term of a patent begins to expire as of the filing date of the patent
application. Therefore, the inventor or applicant should begin marketing efforts as soon as
the application is filed, i.e., the "patent pending" period of time should not be wasted.

The filing date and the application number should be treated as trade secrets, i.e., neither
the filing date of the application nor the application number should be published. This
prevents a potential copier from making an educated guess as to when the patent may issue.
No copier will go through the time and expense of preparing to copy a product when the
issue date of the patent is unknown and unpredictable.
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Patent Prosecution Highway (PPH)

The Patent Prosecution Highway (PPH) speeds up the examination process for
corresponding applications filed in participating countries by allowing examiners to reuse
search and examination results.
Under the PPH program, an applicant receiving a ruling from the Office of First Filing
(OFF) that at least one claim is patentable may request that the Office of Second Filing
(OSF) fast track the examination of corresponding claims in corresponding applications
filed in the OSF. The PPH will leverage fast-track examination procedures already
available in the OSF to allow applicants to obtain patents faster and more efficiently. For
example, the OSF can use the OFF’s work products — such as allowances or search reports
— to streamline patent processing.

Benefits to the PPH include:

o Accelerated Examination: Examination within two to three months from the grant of
the PPH request provided the application has completed all its pre-exam processing
and is ready for examination.

o Greater Efficiency: More than 90 percent of PPH cases are allowed. The allowance
rate for non-PPH cases is less than 50 percent.
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o Decreased Costs of Prosecution: On average, PPH cases have fewer actions per
disposal when compared to non-PPH cases saving both applicants and Offices time
and expense.

e Reduced Pendency: PPH enables applications filed in multiple jurisdictions to be fast
tracked based on another Office's work product.

o No Petition Fee: The USPTO eliminated the petition fee in May 2010 making PPH

even more cost effective for users. ]
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Patent Troll

An entity or individual that asserts a patent aggressively against a company or entity that
produces a product or service. The patent troll simply owns the patent (or rights thereto)
and does not produce the product or offer the service embodied in the patent. Patent trolls
are also referred to as "non-practicing entities."”
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Patent: Track | Accelerated Examination

Prioritized examination is a procedure for expedited review of a patent application for an
additional fee. The goal for prioritized examination is to provide a final disposition within
twelve months of prioritized status being granted.
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Patent: Types

A utility patent protects the functional aspects of an invention and not the ornamental
features as does a design patent (see below). Utility patents protect new software,
mechanical items, chemical formulations, methods and processes that are new, useful and
non-obvious.

A provisional patent application is a quick and inexpensive way for inventors to establish
a U.S. filing date for their invention which can be claimed in a later filed nonprovisional
application. A provisional application is automatically abandoned twelve months after its
filing date and is not examined. An applicant who decides to initially file a provisional
application must file a corresponding nonprovisional application during the 12-month
pendency period of the provisional application in order to benefit from the earlier
provisional application filing.

A design patent is directed to an ornamental design for an article of manufacture. A design
may consist of surface ornamentation, ornamental configuration of combination thereof.
Design patents can also cover computer displays and icons which are non-functional. The
term of a design patent is 14 years and there are no maintenance fees.

A reissue patent application is filed to correct mistakes in the issued patent. Such "reissue
applications"” must typically be filed within a particular period of time following issuance
of the original patent. In the United States, the patent holder may even seek to broaden the
scope of the invention defined in the claims by filing a reissue application, although a
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broadening reissue in the USA must be filed within 2 years from grant. Also, in the United
States, only the patent holder may file for reissue.

A plant patent is granted by the Government to an inventor (or the inventor's heirs or
assigns) who has invented or discovered and asexually reproduced a distinct and new
variety of plant, other than a tuber propagated plant or a plant found in an uncultivated
state. The grant, which lasts for 20 years from the date of filing the application, protects
the inventor's right to exclude others from asexually reproducing, selling, or using the plant
so reproduced. This protection is limited to a plant in its ordinary meaning:

« A living plant organism which expresses a set of characteristics determined by its
single, genetic makeup or genotype, which can be duplicated through asexual
reproduction, but which can not otherwise be "made” or "manufactured.”

« Sports, mutants, hybrids, and transformed plants are comprehended; sport or mutants
may be spontaneous or induced. Hybrids may be natural, from a planned breeding
program, or somatic in source. While natural plant mutants might have naturally
occurred, they must have been discovered in a cultivated area.

« Algae and macro fungi are regarded as plants, but bacteria are not.
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Patents for Humanity

Awards for patent owners and licensees. It is the USPTO's voluntary pilot program to
recognize patent owners who apply their patented technology to address humanitarian
needs. The program advances the president’s global development agenda by rewarding
companies who bring life-saving technologies to underserved people of the world, while
showing how patents are an integral part of tackling the world's challenges.
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Pending patent application [']
In general, a patent application filed with a patent office, and for which no patent has yet
been granted or refused nor the application withdrawn. In jurisdictions where a request for
examination is obligatory to start the examination process, a pending application may refer
to an application for which a request for examination has been received but for which no
patent has been granted or refused, nor the application withdrawn.

d’,b.a t\j’.ﬁ-\ 5;.\;3 u.l.b

o)



Qbu}&ﬂ\&}wum:jdm;e LS™ Sg\ﬁc;.«.:‘i c@ﬂ\&\@dl(l&»&\ﬁ;}b
St @ sl s b ) ekl Il sy sl b b ey sl b s o565 )
s by b Ly e el e | aSy cham

Prejudgment interest
Awarded to compensate the patent owner for the use of its money between the date of

injury and the date of judgment.
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Preliminary Injunction

These are orders to stop a party from doing something prior to the trial on the merits (i.e.,
stop selling a trademarked product or patented item). This must only be granted considering
all the evidence in the light most favorable to the non-moving party. The movant must
establish: (1) a substantial likelihood of success on the merits of the underlying case; (2)
the movant will suffer irreparable harm in the absence of an injunction; (3) the harm
suffered by the movant in the absence of an injunction would exceed the harm suffered by
the opposing party if the injunction issued; and (4) an injunction would not disserve the
public interest.
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Presumption of Validity

All issued U.S. patents are presumed to be valid. However, the U.S. PTO is an
administrative agency (i.e., a part of the executive branch of government) and its decisions
are therefore reviewable by the courts. The presumption of validity means that a patentee
does not have to prove in court that the patent is valid. The accused infringer bears the
burden of proving, by clear and convincing evidence that the PTO erred in awarding the
patent.
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Prior Art [l

Prior art is, in general, all the knowledge that existed prior to the relevant filing or priority
date of a patent application, whether it existed by way of written and oral disclosure. In
some legal instruments there is a differentiation between printed publications, oral
disclosures and prior use and where the publications or disclosure occurred.

For the purposes of the PCT, prior art is defined by Rule 33.1 of the PCT Regulations as
“everything which has been made available to the public anywhere in the world by means
of written disclosure (including drawings and other illustrations) and which is capable of
being of assistance in determining that the claimed invention is or is not new and that it
does or does not involve an inventive step (i.e. that it is or is not obvious), provided that
the making available to the public occurred prior to the international filing date.”

In Europe, Article 54(2) of the European Patent Convention (EPC) defines the equivalent
term “the state of the art” as comprising “everything made available to the public by means
of a written or oral description, by use, or in any other way, before the filing of the
European patent application.” With reference to this provision of the EPC, the Guidelines
for Examination in the European Patent Office (EPO) emphasize that “the width of this
definition should be noted. There are no restrictions whatever as to the geographical
location where, or the language or manner in which the relevant information was made
available to the public; also no age limit is stipulated for the documents or other sources of
the information.”

Section 35 of the United States Code 102 defines prior art indirectly through the concept
of novelty as anything “patented, described in a printed publication, or in public use, on
sale, or otherwise available to the public before the effective filing date of the claimed
invention; or (2) the claimed invention was described in a patent issued under section 151,
or in an application for patent published or deemed published under section 122(b), in
which the patent or application, as the case may be, names another inventor and was
effectively filed before the effective filing date of the claimed invention
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Products (see also goods) [
Any articles that would normally be the subject of trade, i.e., sold, leased or otherwise

distributed in the marketplace.
(! Ll ity Sl
o IS Gl Badh 3 s S e ST e @ Gl 1 s o 3ls 055G Sla al
I

Prohibited marks []
Specific marks that cannot be used and that may not be registered under the law
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Prosecution
Prosecution is the process of acquiring allowance of a patent application after it is filed in
the U.S. Patent & Trademark Office.
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Prosecution History Estoppel

Traditionally, the doctrine of prosecution history estoppel has been defined as an equitable
tool for determining the scope of patent claims. The doctrine bars the patentee from
construing its claims in a way that would resurrect subject matter previously surrendered
during prosecution of the patent application, and thus prevents a patentee from enforcing
its claims against otherwise legally equivalent structures if those structures were excluded
by claim limitations added to avoid prior art.
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Provisional Patent Application

A provisional application will be given a filing date in accordance with 37 CFR 1.53(c) as
of the date the written description and any necessary drawings are filed in the Office. The
filing date requirements for a provisional application set forth in 37 CFR 1.53(c) parallel
the requirements for a nonprovisional application set forth in 37 CFR 1.53(b), except that
no claim is required. Amendments, other than those required to make the provisional
application comply with applicable regulations, are not permitted after the filing date of
the provisional application. When the specification or drawing are omitted, 37 CFR 1.53(e)
requires that the applicant be notified and given a time period in which to submit the
missing element to complete the filing. See MPEP § 601.01(f) and 8 601.01(g) for
treatment of applications filed without drawings, or filed without all figures of drawings,
respectively. 37 CFR 1.53(c)(1) requires all provisional applications be filed with a cover
sheet, which may be an application data sheet ( 37 CFR 1.76) or a cover letter identifying
the application as a provisional application. The Office will treat an application as having
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been filed under paragraph (b), unless the application is clearly identified as a provisional
application. A provisional application, which is identified as such, but which does not have
a complete cover sheet as required by 37 CFR 1.51(c)(1) will be treated as a provisional
application. However, the complete cover sheet and a surcharge will be required to be
submitted at a later date in conformance with 37 CFR 1.53(g). When the provisional
application does not have a complete cover sheet or the appropriate fee, the applicant will
be notified pursuant to 37 CFR 1.53(g) and given a time period in which to provide the
necessary fee or cover sheet and to pay the surcharge as set forth in 37 CFR 1.16*>(g)< in
order to avoid abandonment of the application. The time period will usually be set at 2
months from the date of notification. This time period may be extended under 37 CFR
1.136(a). If the filing fee is not timely paid, the Office may dispose of the provisional
application. If no correspondence address has been provided, applicant has 2 months from
the filing date to file the basic filing fee, cover sheet, and to pay the surcharge as set forth
in 37 CFR 1.16*>(g)< in order to avoid abandonment of the provisional application.

CHR g1 Bel g b
iy oSl Ciodl @i )b e las) 3061 aalid G a5 b 3l U Cw
3 A el b ol 3L 2aksY) ;Lﬁj .C)\;\};\ S A iy e e g
Sl 5 Wy (55,0 b eleal 2y OF V] e b Ml wlllane e s 5L
A A 5 g a1 pol) 1 e (380 B3 el ke 3l
sl @i Ba 8 allas]y Cllal) pdde o] sy cObasu ) ST Sliol L Jlig) die L3 5l
By 0,55 45 (D By ae w5l UL o paE Of 2l ol e L YiaSa 5 2l
3 ol o A el ) oS ooy ) B O s B S lall s
55 0l 03 s s 50 ) 3 gl el il e bl s gy s L
U Jpmnbl 2l Uy Com g (3 oy B o il copllan p LS LIS 02 85, e
By Jo 3l Gl et ¥ lite oY R (3 L] p sy WS OV By 2
i) 5 o g I e Bt 5,5 Jamy Gl pdie e il AW ppu J T LS O
o8 B e e ol ) e ALY p s ) sy U OV 3
L3y 8 ek il Sy el Al e e 3 e 5 ad o L Bale L)
it § 1305 Bl A 3 Ol sl St il B 3§ LAY ey i
s L1 ¢ 1Y gy e 1Y) 3 e e g ) rwc-;»;wyw‘ﬁu HJRENIA

(3 el DY U e ol il e B3V g ) iy SO 555

o1



PTO Patent and Trademark Office

Decisions made by the examiners of the PTO must first be appealed within the PTO itself.
See Board of Appeals. After the administrative appeal has been completed, the decision of
the Board of Appeal may be appealed to the Court of Appeals for the Federal Circuit.
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Publication (copyright) [
Generally, making copies of a work available to the public.
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Publication (industrial design) ["]
The publication of a design is the act of making it public or available for commercial sale

or use anywhere in the world.
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Publications
Publications are prior art references or documents used for the purpose of determining
whether a claimed invention is patentable. A publication includes any document accessible
to persons skilled in the relevant art.
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Reduction to practice

Actual reduction to practice refers to the actual construction of the invention in physical
form: in the case of a machine it includes the actual building of the machine, in the case of
an article or composition it includes the actual making of the article or composition, in the
case of a process it includes the actual carrying out of the steps of the process. Actual
operation, demonstration, or testing for the intended use is also usually necessary. The
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filing of a regular application for a patent completely disclosing the invention is treated as
equivalent to reduction to practice and is known as constructive reduction to practice. The
inventor who proves to be the first to conceive an invention and the first to reduce it to
practice will be held to be the prior inventor, but more complicated situations cannot be
stated this simply. Thus, there are two (2) kinds of reduction to practice: Actual and
constructive. Actual reduction to practice requires making a working model of the
invention that demonstrates that the invention will work to fulfill its intended purpose.
Constructive reduction to practice is accomplished by the filing of a patent application that
enables one of ordinary skill in the art to make and use the invention without undue research
or experimentation. The date of conception of an invention is meaningless unless it is
coupled to the date of reduction to practice by diligence. Diligence must also be shown
from the date of actual reduction of practice to the filing date of a patent application.
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Reexamination

The reexamination system was first established by an amendment of the patent and
trademark laws in 1980. The purpose of the reexamination was to provide a less-costly and
speedier alternative to litigation in cases that deal with the issue of patent validity by
allowing the PTO to consider newly found prior art patents and printed publications.
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Restriction requirement

If two or more independent and distinct inventions are claimed in one application, the
Commissioner of the PTO may require the application to be restricted to one of the
inventions. The communication from the Commissioner is known as the restriction
requirement. The patent applicant may traverse the restriction requirement but must make
an election as to which claims are to be prosecuted. See Divisional Application.
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Right To Use Search

Also known as a Clearance Search. Before a company introduces a new product to the
marketplace, it may request a Right To Use search of issued and currently maintained
patents to determine whether or not the new product infringes any patents.

No law firm will write an opinion saying that a product to be produced will not infringe
the claims of any patent.

Such an opinion could require detailed analysis of the claims of hundreds if not thousands
of patents. It is impossible to uncover every patent that might include claims that could
capture the product.
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Search (industrial design)
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The act of searching through pending, registered and published industrial designs to find
out whether a design is original or has been published for more than one year.
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Service Mark

A service mark is any word, name, symbol, device, or any combination, used, or intended
to be used, in commerce, to identify and distinguish the services of one provider from
services provided by others, and to indicate the source of the services. A service mark is
processed and treated substantially the same a trademark.
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Services
Any activity or intangible that benefits others and would normally be the subject of trade,
i.e., performed or offered in the marketplace.
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Small Entity
The USPTO has defined four (4) types of patent applicants that qualify as a “small entity”:
a university, a nonprofit organization, an individual inventor, or a small business concern.
The definitions for a “university,” “nonprofit organization,” and “individual inventor” are
defined in the patent rules. Notably, a wholly owned subsidiary of a nonprofit organization
or of a university is considered a part of the nonprofit organization or university and may
claim small-entity status.
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Sound recording
A recording consisting of sounds, whether or not a performance of a work, but the
definition does not include any soundtrack of a cinematographic work where it
accompanies the cinematographic work.
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Specification

The specification is the section of the patent application that provides a complete
description of how to make and use the invention. The specification concludes with one or
more claims describing the legal scope of the invention.
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Specimen

A specimen is a real-world example of how a trademark is actually used on the goods or in
the offer of services. Labels, tags, or containers for the goods are considered to be
acceptable specimens of use for a trademark. For a service mark, specimens may be
advertising such as magazine advertisements or brochures. Actual specimens, rather than
facsimiles, are preferred. However, if the actual specimens are bulky, or larger than 8%" x
11", then the applicant must submit facsimiles, (e.g., photographs or good photocopies) of
the specimens.
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State of the art (prior art) Bl

Existing technological information which is used to determine if an invention is novel and
involves an inventive step. Includes documentary sources such as patents and publications,
and non-documentary sources such as things known or used publicly.
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Status Identifiers (patent amendments)

Amendments to a claim must be made by rewriting the entire claim with all changes (e.g.,
additions and deletions) as indicated in this subsection, except when the claim is being
canceled. Each amendment document that includes a change to an existing claim,
cancellation of an existing claim or addition of a new claim, must include a complete listing
of all claims ever presented, including the text of all pending and withdrawn claims, in the
application. The claim listing, including the text of the claims, in the amendment document
will serve to replace all prior versions of the claims, in the application. In the claim listing,
the status of every claim must be indicated after its claim number by using one of the
following identifiers in a parenthetical expression: (Original), (Currently amended),
(Canceled), (Withdrawn), (Previously presented), (New), and (Not entered).
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Statute of Limitations
The Syrian law determines the protection of the financial rights of the author throughout
his life and for a period of fifty years following the end of the year of his death, unless the
law provides otherwise.
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Statutory invention registration
The SIR is a document that permits an inventor to place an invention in the public domain
to prevent others from obtaining a patent for it. A SIR is not examined by the PTO.
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Summary expungement

The process followed when the Registrar issues a notice to a registered owner of a
trademark asking him or her to provide evidence showing use of the trademark in the
preceding three years (anyone requesting the issuance of such notice must pay a fee).
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TechSource

An electronic patent system that holds the scanned image of more than 1.5 million patent
documents dating back to 1869 and the text version of the documents from 1978.
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Trade name
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The name under which a business or individual chooses to operate. Trade names may also
be considered trademarks under certain conditions.
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Trade secret
Information about a product or process kept secret from competitors.

Soylmad) L)
edliold Bl & e A5 Bhas 5l e J s Ol las

Trademark agent
Is a person whose name is entered on the list of officially recognized trademark agents and
who is therefore entitled to practice before the Office of the Registrar of Trademarks.
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Trademarks

Trademarks may be a word or a combination of words, sounds or designs used to
distinguish the goods or services of one person or organization from those of others.
Trademarks come to represent not only the actual goods or services but also the reputation
of the producer. As such, a trademark is valuable intellectual property.

There are three types of trademarks:

e An ordinary mark is made up of words, sounds, designs or a combination of these used
to distinguish the goods or services of one person or organization from those of others.
For example, suppose someone started a courier business that he/she chose to call
Giddy-up. That person could register these words as a trademark (if he/she met all the
legal requirements) for the service that he/she offers.

o A certification mark can be licensed to many people or companies for the purpose of
showing that certain goods or services meet a defined standard. For example, the
Woolmark design, owned by Woolmark Americas Ltd., is used on clothing and other
goods.

e A distinguishing guise is about the shape of goods or their containers, or a way of
wrapping or packaging goods that shows they have been made by a specific individual
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or firm. For example, if someone manufactured butterfly-shaped candy, that person
could register the butterfly shape as a distinguishing guise.
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Trademarks Act
The federal legislation governing trademark registration.

dyylomd) LMl O o8

Trademarks Examination Manual

A guide explaining the legal guidelines for examining trademarks applications. The manual
explains the interpretation of the Trade-marks Act and the Trade-marks Regulations made
by the courts; this guide is used primarily by trademark examiners for purposes of the
examination process.
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Trademarks Journal
A weekly publication of the Office of the Registrar of Trademarks containing all approved
applications and all Office rulings.
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Trademarks records
The index of registered trademarks and pending applications maintained electronically by
the Office of the Registrar of Trademarks.
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Transfer (please see also Assignment) 2]
An act by which the rights in respect to intellectual property are conveyed from one person
or organization to another.
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Unified Patent Court

Unified Patent Court (UPC) is a proposed patent court common to a limited number of
member states in Europe. The Court is expected to hear cases regarding infringement and
revocation proceedings of European patents valid on the territories of those member states.
The Court is to be established by the Agreement on a Unified Patent Court, which was
signed on 19 February 2013 by 24 states. Paris, London, and Munich will also have
specialized court divisions that focus on designated technology areas.
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3kl L@.L\.;ulpcu .bj)jig};\_;a_;;\)\ Jeldl e 3902 ;xwaff_ma};bo\;\ﬁaﬁ;
Loy elaeW) J gl )l (3 2 pLadh g, W) £ 1V el r olel ol o)y Slguly shass LiLiab
o O YT Y18 (3 s Y8 Lgmby i ge el S e BT G o5, Sl

.w@woy@&;;wwgmi@iégﬁ) O g

Utility model (UM) ]

Like a patent, a UM is a set of rights granted for an invention for a limited period of time,
during which UM holders can commercially exploit their inventions on an exclusive basis.
The terms and conditions for granting UMs are different from those for “traditional”
patents. For example, UMs are issued for a shorter duration (7 to 10 years) and, at most
offices, UM applications are granted without substantive examination. The procedures for
granting UM rights are governed by the rules and regulations of national IP offices, and
rights are limited to the jurisdiction of the issuing authority.
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Visual Artist Rights Act

Passed in 1990, VARA was an amendment to the Copyright Act that protects the "moral
rights" of certain visual artists in the works they create. VARA covers paintings, drawings,
print or sculpture existing in a single copy or limited edition (17 USC 101). It excludes
otherwise copyrightable works including motion pictures, books, posters, periodicals,
works made for hire, merchandising, advertising, promotional or packaging materials.
VARA protects rights of attribution and integrity (i.e., no modification or destruction of
the work). VARA rights may not be transferred but may be waived in writing.
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Willful infringement

Infringement or active inducement of infringement is willful when it is done deliberately
and intentionally, and with knowledge of the patent. Copying of an invention, if such
copying continues after the existence of the patent is made known, is evidence of
willfulness. However, infringement or active inducement of infringement is not willful if
it is done with a good faith belief that the patent is either invalid or not infringed. The
burden is on the patent owner to show willfulness by clear and convincing evidence.
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Word mark
A trademark consisting of words in standard character, without regard to colour or font

type.
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World Trade Organization (WTO)
A body concerned with the global rules of trade between nations.
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